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DETAILED ACTION 
Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1 , 2, 5, 30, 39, 40, 42, 54, 87, 88, 90, and 91 , drawn to a system 
that includes an interface device and a hand held device that receive and 
process auxiliary data from a modulated signal, classified in class 348, 
subclass 725. 

II. Claims 50, 56, 57, 58, 59, 72, 73, 81 , 82, 83, 92, 93, and 94, drawn to a 
method of modulating a video signal with auxiliary data, classified in class 
348, subclass 473. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and II are related as combination and subcombination. Inventions in 
this relationship are distinct if it can be shown that (1 ) the combination as claimed does 
not require the particulars of the subcombination as claimed for patentability, and (2) 
that the subcombination has utility by itself or in other combinations (MPEP § 
806.05(c)). In the instant case, the combination as claimed does not require the 
particulars of the subcombination as claimed because the invention can be used to 
receive and decode auxiliary data from other modulation methods known at the time. 
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The subcombination has separate utility such as a method of modulating more bits of 
auxiliary data within a video signal. This method can also be used with other devices 
such as STBs and Televisions. 

The examiner has required restriction between combination and subcombination 
inventions. Where applicant elects a subcombination, and claims thereto are 
subsequently found allowable, any claim(s) depending from or otherwise requiring all 
the limitations of the allowable subcombination will be examined for patentability in 
accordance with 37 CFR 1 .104. See MPEP § 821 .04(a). Applicant is advised that if 
any claim presented in a continuation or divisional application is anticipated by, or 
includes all the limitations of, a claim that is allowable in the present application, such 
claim may be subject to provisional statutory and/or nonstatutory double patenting 
rejections over the claims of the instant application. 

3. Restriction for examination purposes as indicated is proper because all these 
inventions listed in this action are independent or distinct for the reasons given above 
and there would be a serious search and examination burden if restriction were not 
required because one or more of the following reasons apply: 

(a) the inventions have acquired a separate status in the art in view of their 

different classification; 

(b) the inventions have acquired a separate status in the art due to their 

recognized divergent subject matter; 
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(c) the inventions require a different field of search (for example, searching 

different classes/subclasses or electronic resources, or employing different 
search queries); 

(d) the prior art applicable to one invention would not likely be applicable to 

another invention; 

(e) the inventions are likely to raise different non-prior art issues under 35 U.S.C. 

101 and/or 35 U.S.C. 112, first paragraph. 

Applicant is advised that the reply to this requirement to be complete must 
include (i) an election of a invention to be examined even though the requirement 
may be traversed (37 CFR 1 .143) and (ii) identification of the claims encompassing 
the elected invention. 

The election of an invention may be made with or without traverse. To reserve a 
right to petition, the election must be made with traverse. If the reply does not distinctly 
and specifically point out supposed errors in the restriction requirement, the election 
shall be treated as an election without traverse. Traversal must be presented at the time 
of election in order to be considered timely. Failure to timely traverse the requirement 
will result in the loss of right to petition under 37 CFR 1 .144. If claims are added after 
the election, applicant must indicate which of these claims are readable on the elected 
invention. 

If claims are added after the election, applicant must indicate which of these 
claims are readable upon the elected invention. 
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Should applicant traverse on the ground that the inventions are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the inventions to be obvious variants or clearly admit on the record that this is 
the case. In either instance, if the examiner finds one of the inventions unpatentable 
over the prior art, the evidence or admission may be used in a rejection under 35 U.S.C. 
1 03(a) of the other invention. 

4. During a telephone conversation with Randy L. Canis, Reg. No. 44,584 on 
1/9/2008 a provisional election was made without traverse to prosecute the 
invention of a method of modulating a video signal with auxiliary data, claims 50, 
56, 57, 58, 59, 72, 73, 81, 82, 83, 92, 93, and 94. Affirmation of this election must 
be made by applicant in replying to this Office action. Claims 1, 2, 5, 30, 39, 40, 
42, 54, 87, 88, 90, and 91 are withdrawn from further consideration by the 
examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

5. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(1). 
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Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C, 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 50, 56, 92, and 94 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Broughton et al. (hereinafter referred to as Broughton) (US 
4,807,031). 

Claim 50: 

Broughton discloses: 

A method of modulating a video signal comprising: 

"splitting a first portion and a second portion of a frame into a plurality of segments" (see 
Fig. 2, col. 6 lines 38-30). 

"and modulating the video signal with auxiliary data by altering a pixel value of a 
plurality of pixels of at least one of a selected segment of the first portion or the second 
portion for the plurality of segments, the modulated video signal including a plurality of 
data bits encoded within the frame" (see col. 2 lines 40-44 and col. 7 lines 50-53). 

Claim 56: 

Broughton discloses: 

A method of modulating a video signal comprising: 
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"obtaining a frame of a video signal from a display device; and determining whether 
auxiliary data is present in the frame by performing a field comparison on a plurality of 
segments of a first field and a plurality of corresponding segments of a second field for 
the frame" (see col. 6 lines 21-23, line 31, lines 56-67; col. 7 lines 50-53, and col. 8 
Iines17-21). 

Claim 92: 

Broughton discloses the first portion is a first field of the frame and the second 
portion is a second field of the frame (see col. 6 lines 32-35). 

Claim 94: 

Broughton discloses that the pixel value is intensity (see col. 6 lines 57-67, col. 3 
lines 57-60). 



Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 

forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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9. Claims 57, 58, 59, 72, 73, 81-83, 93 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Broughton et al. (hereinafter referred to as Broughton) (US 
4,807,031). 

Claim 57: 

The limitation of claim 57 that further limits claim 56 is not specifically disclosed 
by Broughton. However, Broughton discloses comparing the luminance intensity of a 
plurality of segments from a field with the luminance intensity of a plurality of segments 
from a corresponding field (see col. 6 lines 21-23, line 31, col. 7 lines 50-53, and col. 8 
Iines17-21). Broughton also teaches that other modulation and/or coding techniques 
can be used (see col. 3 lines 6-20 and col. 7 lines 30-38). "Subtracting the intensity of a 
plurality of corresponding segments of the second field from the plurality of segments of 
the first field, subtracting the intensity of the plurality of segments of the first field from 
the plurality of corresponding segments of the second field, or a combination thereof, is 
a field comparison of a plurality of segments of corresponding fields as disclosed by 
Broughton. This would have been an obvious variation to the invention as disclosed by 
Broughton to one of ordinary skill in the art at the time the invention was made. 

Claims 58 and 59: 

The limitation of claim 58 that further limits claim 57 is not specifically disclosed 
by Broughton. However, Broughton discloses decoding a logic one as the auxiliary data 
when a segment of the first field has a raised luminance and a corresponding segment 
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of the second field lias proportionately lowered luminance intensity, and decoding a 
logic zero when no contribution to the luminance is made. Broughton decided to use this 
approach because the overall average luminance and contrast between the video 
features and the background within the viewing area are preserved. This alternate line 
luminance modulation is also substantially invisible to the viewer. Broughton also 
teaches that other modulation and/or coding techniques can be used (see col. 3 lines 6- 
20 and col. 7 lines 30-38). 

"decoding a logic one as tlie auxiliary data wlien a segment oftlie first field is encoded 
and a corresponding segment of the second field is not encoded; and decoding a logic 
zero as tlie auxiliary data wlien tlie segment of tlie first field is not encoded and ttie 
corresponding segment of tlie second field is encoded" or "decoding a logic one as the 
auxiliary data when a corresponding segment of the second field is encoded and a 
segment of the first field is not encoded; and decoding a logic zero as the auxiliary data 
when the corresponding segment of the second field is not encoded and the segment of 
the first field is encoded" are obvious variations of the invention as disclosed by 
Broughton and would have been obvious to one of ordinary skill in the art at the time the 
invention was made. 

Claim 72 and 73: 

Broughton discloses providing a benefit to the user based on the determining of 
the auxiliary data (see col. 2 lines 18-22 and 33-35). 
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One of the benefits disclosed by Broughton is "to provide interactive video 
educational and entertainment apparatus that permits the user to interact with a 
television program in real time. This encompasses the limitations of claim 73, 

Claim 81-83: 

Broughton discloses that it is desirable for his invention to be capable of data 
communications that is raster time -base error tolerant, and that requires no electrical 
connections to the television set (see col. 1 lines 54-57). Broughton also discloses that 
the receiver (detector) requires no synchronization with the raster scan timing of the 
television (see col. 9 lines 3-5). 

While Broughton's decoder requires no raster time synchronization, the encoder 
in Broughton's invention must be synchronized with the raster scan timing. Broughton 
disclosed that there were decoders (of subliminal data) known at the time that require 
synchronization to the raster scan time intervals (see col. 1 lines 15-29). Broughton's 
patent is broad enough to encompass synchronous and asynchronous raster scan 
timing (see claims 1 and 4). 

It would have been obvious to one of ordinary skill in the art to combine 
Broughton's invention with synchronization of vertical retrace period because these 
methods were well known. 



Claim 93: 
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Broughton discloses splitting the viewing area (frame/fields) into a plurality of 
segments (see Col. 7 lines 50-53), Broughton doesn't specifically disclose that these 
segments are equal sized segments, however, this is within the scope of Broughton's 
invention. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SARI SAWAGED whose telephone number is (571 )270- 
5085. The examiner can normally be reached on Mon-Thurs, 9:00AM-5:00PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Doon Chow can be reached on (571) 272-7767. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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